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New Year’s Resolutions for the Legal Profession …

Accountability, Mental Health, Recession, and 
Personnel Concerns

As December winds down and ends with a 
toast to the New Year and kisses and hugs—
of course, as long as the recipients are fully 
vaccinated—many of us start formulating 
and pondering our future aspirations. We 
know, even if  only in the back of our minds, 
that we may disembark on our New Year’s 
resolutions before the end of January’s first 
week, or sooner. That’s especially true for 
those vows made on a wobbly New Year’s Eve 
as the clocked inched closer to midnight.

But sometimes some of us follow through 
and see our self-pledges manifest in change 
that sticks and improves ourselves, our 

professional lives, and in the case of law firm 
leaders, their partnerships.

As we often do at the end of a year, Of 
Counsel asked senior partners what they 
resolved for themselves, their firms, or prac-
tice groups in 2023. We also queried consul-
tants what they think law firms should be 

Continued on page 2
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doing as the year kicks off. The respondents 
offered answers that ranged from the compre-
hensive to the circumscribed, the panoramic 
to the precise.

We intentionally wanted a sampling of 
resolutions from attorneys at smaller partner-
ships in regional markets and those who prac-
tice at large global firms. At the eight-lawyer 
Boston firm DeMoura I Smith, for example, 
Ken DeMoura offers these candid, big-picture 
goals. “In 2023, we plan to be more deliber-
ate in our decision-making, especially in our 

business development and marketing efforts, 
and to be more candid and accountable to 
each other about DeMoura I Smith’s objec-
tives, abilities, and performance,” he says.

Demoura adds that he wants he and his 
colleagues to view their collective approach to 
client service from a third-party perspective, 
follow through on their plans, and then take 
stock of their efforts: “Also, we’re going to 
take more time to look at ourselves through 
the eyes of our clients and referral sources, 
being more mindful of our ‘front-facing’ 
selves and not gazing at our navels. Of course, 
the key to the accountability resolution will 
be to actually DO IT and measure the results 
as we go.”

Conversely, Pattie Walsh, a partner in the 
international employment group of the large 
London-headquartered Bird & Bird, says 
she intends to concentrate on ways she can 
improve herself, which by extension, will ben-
efit others. She resolves to “focus and develop 
my on-line presence; assess and commit to 
volunteer opportunities within the legal com-
munity; invest in personal training in particu-
lar around legal tech and project delivery; 
and protect my meditation practice no matter 
how busy I am.”

Clearly, the legal profession continues to 
focus on ways lawyers can improve their men-
tal well-being, from meditation to yoga to 
exercise and other techniques to keep minds 
alert and spirits high.

Consider what Amy Berge, a partner at 
Louisville’s Middleton-Reutlinger, says she 
intends to work on in the coming months. 
“In 2023, I resolve to focus on what really 
matters,” she says. “This resolution encom-
passes several aspects – letting go of ‘stuff’ 
that clutters your physical space and worries 
that distract your mind; leveraging the tools, 
talents, and resources available to accomplish 
your goals effectively and collaboratively; cre-
ating more time to do what you love, follow 
your passions, and spend time with those who 

Continued on page 18
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From the Editors

Taylor’s Perspective …

2022: A Year-End Review of the Ever-Evolving  
Legal Profession

As we approach the end of the calendar 
year, many of us will reflect on the global, 
national, and personal events that occurred 
in 2022. In the legal profession, we’ve seen 
many developments, including the continu-
ation of the very competitive hiring market, 
particularly for highly skilled associates. But 
of course many other issues and trends also 
affected our industry—both for the good and 
bad—keeping lawyers, as well as Of Counsel 
staff, extremely busy. Here are some of the 
news we reported on in 2022.

We launched the year covering the before-
mentioned war for talent. In January, this 
column opened with the following paragraph: 
“More Pay. Perks. Programs. Promises. In 
coping with a paucity of attorneys (particu-
larly associates) to meet client demand, law 
firms continue to offer various enticements 
to attract talent—often working hard to woo 
them away from competitors. And there’s no 
sign that this recent trend will [subside] any-
time soon.”

Those hiring enticements seemed very 
unusual if  not unprecedented to many sea-
soned hiring committee attorneys. Consider 
what one senior partner involved in recruit-
ing at a global, Midwest-based firm told us 
at the time: “I’ve never seen anything like this 
in my 30-plus years as a private practitioner; 
it’s driving me insane …. And I’m not alone. 
I hear attorneys at other firms [complain] 
about what they have to do to lure associates, 

often knowing they won’t have them for long 
before they move elsewhere.”

Every year we see the ebb and flow of exist-
ing areas of law and the emergence or evolu-
tion of new practice areas. For our lead story 
in April, we published the first of a two-part 
series on cannabis law, noting that it’s becom-
ing more, more active: “[S]ince March 2020, 
cannabis law is even busier – smoking hot, 
if  you will. Attorneys’ workloads are full 
primarily because of the industry’s expan-
sion and its gushing revenue stream in recent 
years. The term ‘emerging’ no longer applies 
to the legal marijuana sector; it has, indeed, 
emerged.”

Also in April, I wrote an editorial about 
the changing priorities among younger law-
yers and encouraged law firms to get more 
involved in the socio-political issues that mat-
ter to associates. The article exhorted partner-
ships to “take a stand and take action,” and 
quoted Lisa Smith, a highly regarded con-
sultant with Washington, DC-based Fairfax 
Associates:

Of course [young attorneys] want 
money but all things being equal that’s 
not going to be the differentiator. I’ve 
seen some firms that can’t afford to pay 
[BigLaw compensation] offering a sense 
of purpose and values that align with 
many young associates as well as later-
als. I’m working with a firm that’s very 
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involved in human rights issues and 
social justice, and that’s a big recruiting 
play for them.

Speaking of  human rights, our May Of 
Counsel Interview featured one of  the true 
living legends of  the plaintiff ’s bar and, 
indeed, the entire legal community, Michael 
Hausfeld. “Perhaps more than any other 
plaintiff ’s lawyer,” as noted in the piece, 
“Hausfeld has won class-action suits that 
shape the contours of  law, advance jus-
tice for his clients and society at-large, and 
improve people’s lives. Especially those 
people who most need legal representation 
and can’t afford it: Hausfeld and his legal 
teams have performed countless hours of 
pro bono service ….” To read this compel-
ling interview, or any other article mentioned 
in this column, please email stevetaylor77@  
comcast.net.

Gender Inequality

In our July issue, we looked at a National 
Association of Women Lawyers 2021 Survey 
of large law firms that found women consti-
tuted only 22 percent of equity partnerships. 
In my editorial, I asserted—and many people 
much smarter than me agree—this plain and 
painful fact: “Collectively and institutionally, 
the legal profession is sexist…. It wouldn’t 
be surprising if  many readers think that pro-
nouncement is over the top. Well, it’s not. It’s 
the only way to honestly assess reality. And 
often, the truth hurts.”

The front-page story in August examined 
the state of real estate: “The real estate mar-
ket steamed through 2021 and the first half-
year-plus of 2022, creating high demand for 
attorneys in this area to help buyers and sell-
ers close deals…. Recent developments, how-
ever, most notably increases in interest rates 
by the Federal Reserve Board, signal a poten-
tial slowdown in the near future, according to 
some. But for now, property deals and related 
legal work are still boosting the bottom lines 
of many firms.”

For our October interview, we talked 
to attorney Jennifer Evans, the successful 
health care compliance practice leader of 
Kansas City-based Polsinelli, who discussed 
her career and the health care practice area, 
among other topics, including challenges 
women in the profession encounter.

She talked about a very critical meeting she 
attended earlier in her career and before she 
joined Polsinelli. “It was a very high-stakes 
but small meeting with the CEO and a few 
other leaders, and we had to make some hard 
decisions,’” she recalls. “Now I’m the compli-
ance lawyer so of course I’m the one requir-
ing them to make those tough decisions…. 
I’m the only woman in the room, and one of 
the older men looks at me and says: ‘Jennifer, 
you’ve lost so much weight.’”

Evans didn’t miss a beat: “I look at him and 
say, ‘Hey! I had a baby.’ And the whole room 
roars with laughter. I mean, what an entirely 
inappropriate thing for him to say in the first 
place, and later as I thought about it, I real-
ized my answer was an unexpected response. 
Also, I won some points in the meeting and 
that guy lost points.”

And last month, in another practice area 
overview, we turned our attention to the hot 
and getting hotter field of tax law. “Any exami-
nation of the state of the tax law in the third 
quarter of 2022,” we wrote, “will show that a 
confluence of factors currently drives this com-
plex legal area. An increase in IRS enforcement; 
new legislation or regulatory changes on both 
the federal and state levels; upcoming statutory 
sunsets in such areas as estate planning; energy 
transition issues; and other developments are 
fueling both the demand for tax advice and, as 
a result, growth with tax law groups.”

Of course, those are only a few of the sto-
ries that 2022 brought us. Let’s see what 2023 
has in store for us all. From everyone here at 
Of Counsel, I wish you a happy upcoming 
holiday season. ■

— Steven T. Taylor

mailto:stevetaylor77@comcast.net
mailto:stevetaylor77@comcast.net
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Why Are We Allowing Some Partners

To Keep Doing the Same Old Schtick?

In many firms, my observation is that we 
seriously over-invest in the efficiency (“let’s 
provide a discount” or “do more for less”) 
arena and under-invest in having partners 
working to build their skills—in order to 
deliver greater recognized value.

As a general rule, firm leadership needs 
to help partners understand that they are in 
competition will millions of other profession-
als all over the world, capable of doing the 
same work that they can do, and the sad news 
is that: “nobody owes you a career. To continue 
to be successful you must continually dedicate 
yourself to retraining your individual competi-
tive advantage.”

In his 1982 book, Critical Path, futur-
ist and inventor R. Buckminster Fuller esti-
mated that up until 1900 human knowledge 
doubled approximately every century, but 
by 1945 it was doubling every 25 years, and 
by 1982 it was doubling every 12-13 months. 
Today, IBM estimates that human knowledge 
is doubling . . . every 12 hours! How precise 
is IBM’s estimate? Hard to tell. But I suspect 
that you would agree that this trend is incon-
trovertible. Data and knowledge are increas-
ing at an ever-accelerating rate.

This accelerating growth of  knowl-
edge in not all we have to contend with. 
Compounding the challenge is how long that 
knowledge remains useful—or how long 
does it take for your knowledge to become 
outdated, inaccurate or irrelevant. One 
measure of  this is known as the “half-life” 
of  knowledge, the amount of  time it takes 
for our knowledge to lose half  its value. For 
those in almost any profession from medical 
and engineering to law and consulting, the 
half-life of  our knowledge is shrinking such 
that what may have been valuable to know a 
few years ago, may have very limited value 
today.

What this obviously means is that the sys-
tematic development of legal knowledge 
and skills, over time, depreciates in value—  
especially as your competitors acquire and 
offer similar or equivalent expertise. And 
with each passing year, the fees that clients 
willingly pay for that expertise diminishes, 
such that even your most loyal clients will not 
value as highly what you or I do for them the 
second or third time as they did the first.

Therefore, I strongly believe that firm and 
group leaders need to pose a few very serious 
questions to each of their colleagues in one-
on-one (virtual) coaching discussions:

1. Do you believe you are adding real value 
or simply passing along legal information 
to our clients? In other words, my beloved 
partner, what is it that you can specifically 
do for clients today, that you could NOT 
do for them at this same time last year?

2. What do you need to do, in the time that 
you have available right now, to build your 
skills and reinforce your opportunities so 
that you can have an even more successful 
practice?

3. Are you plugged into what is happening 
around you and inside your client’s indus-
try, such that you can interpret whatever is 
transpiring and be the source of proactive 
counsel – before the client has to ask?

4. Are you trying out any new ideas, new tech-
niques, new technologies and I mean per-
sonally trying them, not just reading about 
them? Or, are you waiting for others to 
figure out how to innovate and re-engineer 
your practice – (and re-engineer you . . . 
right out of that practice)?

I would suggest that a negative answer to 
any of these four questions is indicative of 
a condition some astute observers label as 
“Human Capital Obsolescence”—a poorly 
understood phenomenon which has crept 
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into many firms trending toward the LOSER 
end of the spectrum.

Human capital obsolescence can be inter-
preted to mean that there may be some part-
ners who are not performing in accordance 
with what clients would accept as high value, 
in other words they are merely a commod-
ity provider; and these individual’s economic 
contribution to your firm is no longer in 
keeping with what one might expect from 
an equity partner. While being labelled an 
“underperformer” may be a symptom of the 
issue, I would submit that simply having more 
“junk” work to occupy their billable time does 
not solve this problem.

I believe that going forward, the most suc-
cessful firms will be those who rethink the 
concept of where they encourage and perhaps 
incentivize partners to invest some portion of 
their non-billable time. To succeed in today’s 
environment of rapid change requires con-
tinually building your knowledge base, your 
skills, and learning how to do entirely new 
things. If  our attorneys don’t dedicate the 
time to building their skills, we end up solving 
yesterday’s (commoditized) client problems 
(usually at a hugely discounted fee) instead 
of tackling tomorrow’s burning issues, before 
someone else does.

In the long run, superior competitiveness 
derives from having an ability to build skills 
faster than competitors, and with the kind of 
knowledge and skills that germinate entirely 
new and lucrative practice niches. Knowledge 
and skills are the engine of new business 
development.

Learning Faster Can Be a 
Powerful Strategic Advantage

I believe it is important for law firm lead-
ers to understand that they are not managing 
one homogenous firm but rather a portfolio 
of very different businesses. Let me be clear, 
we have got to stop thinking that law firms 
compete with one another. Dentons and 
Latham do NOT compete . . . as firms, but 
rather they may have some selective practice 

or industry groups (strategic business units) 
that do compete. Or, looked at slightly dif-
ferently, these strategic business units are in 
a race to build the kind of knowledge and 
skills that determines whether they are able to 
secure dominance in some targeted and lucra-
tive micro-niche markets.

Unlike the battle for global brand recogni-
tion, which is visible in the print media and 
aims to identify global share of mind, the 
battle to build competitive dominance in 
targeted niches is invisible to those who may 
not be deliberately looking for it. Firm lead-
ership may use Chambers and other ranking 
metrics to track who comes out as a first-tier 
player in the most recognized practice areas. 
But, tell me please, who is the leading US 
law firm in serving Digital Transformation 
or Augmented Manufacturing clients—both 
billion-dollar micro niche markets?

How many firm executive committees dis-
cuss the critical distinction between develop-
ing competitive strategy at the (micro) level 
of the practice or industry, rather than sim-
ply thinking that they are being effective by 
developing some (macro) strategy for their 
entire firm?

My old friend Dr. George Beaton shared 
some data from his firm’s research of the 
Australia and New Zealand markets wherein 
some 82 percent of clients will select a more 
expensive law firm given certain conditions. 
And what conditions might those be? Of ten 
possible selection influencers, the most impor-
tant to clients was “demonstrated expertise 
in their area of need”; second, “understand-
ing of their industry” and third, “known for 
their leading expertise” (thought leadership)—
because all of these things are perceived by the 
client to convey significant value. And inter-
estingly, what Beaton Research found is that 
these criteria hold true across the professions 
(management consulting, accounting, IP, engi-
neering) and that his firm has “made the same 
findings every year for more than 10 years!” 
And my research confirms that the same holds 
true in our North American marketplace.

For me, that raises a couple of strategic 
questions:
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1. What amount of non-billable time and 
resources are being invested within your 
firm to improve your efficiency and try to 
proffer highly competitive (usually highly 
discounted) rates to do routine, commod-
itized legal work? and

2. What amount of non-billable time and 
resources are being invested within your 
firm to build the knowledge and skills of 
your partners so that they can develop 
a level of acknowledged expertise, suffi-
cient to win the higher value legal work 
where clients are willing to pay for lead-
ing expertise?

Taking this all one step further, most law 
firms, if  one were to observe their behaviors, 
do not think about competitiveness in terms 
of building skills. Firms seem only to judge 
competitiveness, their own and their com-
petitors, primarily in terms of fee discounts 
and being lower priced. And I would strongly 
argue that those same firms are courting the 
erosion of their partner’s skills. The knowl-
edge and skills necessary to exploit a lucra-
tive micro-niche opportunity requires firm 
encouragement and support to ensure that 
partners invest the time to build them.

Unless, of course, your firm is content to 
simply strive to increase the volume of work 
derived from serving commodity markets—
and as I stated at the very start, focus all of your 
attention on billable production, regardless of 
where the work is coming from and what kind 
of work your partners are engaged in. ■

—Patrick J. McKenna

Patrick J. McKenna is an internationally rec-
ognized author, lecturer, strategist, and sea-
soned advisor to the leaders of premier law 
firms; having had the honor of working with at 
least one of the largest firms in over a dozen 
different countries. He is author/co-author of 
twelve books most notably his international 
business best seller, First Among Equals, cur-
rently in its seventh printing and translated 
into nine languages. His most recent work, 
Industry Specialization: Making Competitors 
Irrelevant (Legal Business World Publishing, 
2022) provides in-depth guidance on organizing 
your firm with an industry focus. Patrick is the 
recipient of an “Honorary Fellowship” from 
Leaders Excellence of Harvard Square. Reach 
him at: patrick@patrickmckenna.com
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Taking on the World: the Power of Learning  
and Listening

The following interview with Deborah 
Vaughn, Senior Vice President 

and General Counsel for Walmart 
International, was conducted by the 
recruiting firm of major, Lindsey & 

Africa.

Deborah Vaughn’s love of learning began 
at a young age. And while she’ll tell you tradi-
tional learning was not her forte, she’s wasted 
no time treating the world around her as her 
teacher. Now, after living in nine countries—
and getting licensed in four—Deborah applies 
her global education to leading Walmart 
International’s legal team.

Where Did you grow up, and  
what did you want to be?

I was born in England and grew up in 
Malaysia. Honestly, I can’t tell you I had a 
burning desire to be something in particular. 
I was not one of those fortunate, dedicated, 
committed students who knew that they were 
going to grow up and be Atticus Finch one 
day. What I did know was that I loved learn-
ing, especially outside the classroom. The 
career in law just kind of happened along the 
way.

How then did you become interested in the 
law?

I was a journalist in Auckland, New 
Zealand, and as part of that job, I got to 
do court reporting, where I sat in court and 
reported on some of the cases. So, sitting in a 
South Pacific courtroom one day witnessing 
from the sidelines complicated but compel-
ling legal argument from counsel, I became 
smitten with the law.

As a journalist, I was gathering the infor-
mation, distilling the facts, and then reporting 
them. But with the law, it was going further. 
It was not just gathering the information, dis-
tilling the facts, and reporting them. It was 
also identifying the issues, applying the law, 
and taking a position. So, it just seemed like 
a natural progression to go from journalism 
to the law.

Before you became a lawyer, you were a 
teacher in addition to being a journalist. 
how has teaching helped you as a lawyer?

My initial start as a teacher put me in good 
stead for my career as an in-house attorney. 
Even now, a good part of my role is educa-
tion of stakeholders. When you provide legal 
advice or services that include educating 
stakeholders on emerging issues and poten-
tially impactful policy and legislation.

Ironically, while I may have started out as 
a teacher, I have always had a learner mind-
set. My dad was an academic. His mantra 
was that the goal was not to be educated but 
rather to be educatable. The objective, he 
would say, was not the destination but rather 
the journey—of lifelong learning. So that 
learner mindset was ingrained early in me.

What brought you to the United States to 
earn your LLM?

My formal education started out in 
Singapore, then New Zealand, and later 
England. I guess in some ways after Asia 
Pacific and Europe, the United States was 
the next frontier. Of  course, the excellent 
LLM programs in the United States were a 
draw. I was an intellectual property lawyer 
at the time, and the holy grail was an LLM 
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in the United States—and, since I was in 
the neighborhood, the New York Bar as 
well.

You are barred in four countries, and you 
have lived and worked in nine countries 
around the world. What has been the 

benefit of  being barred and working in all 
these locations?

If  I look at the countries where I’ve been 
licensed and worked—Malaysia, Singapore, 
UK, and the United States—what they all 
have in common (pun intended) is the com-
mon law tradition. In taking different bar 
exams and being licensed in these different 
jurisdictions, I’ve experienced how the com-
mon law itself  has been translated with dif-
ferent procedures and processes. But I have 
also been fortunate to have lived and worked 
in countries with civil law traditions—Italy, 
China, and Indonesia. I have seen that 
regardless of the legal regime—common or 
civil law—the law is closely connected to cul-
ture. It has given me an appreciation beyond 
the diversity of the law, for diversity of people 
and of thought.

How has your international perspective of 
the law influenced your leadership style?

It has heightened my appreciation that 
laws do not exist in a vacuum—those laws are 
interpreted and implemented within different 
cultures, norms, and societies. In my everyday 
interactions with multicultural and disparate 
people and teams, this translates to tuning 
in and listening to understand the different 
goals and concerns. Many a time, asking the 
all-important “why” unlocks purpose and 
galvanizes the collective intent to design solu-
tions. Inclusion generally reaps the dividends 
of simple, practical solutions and buy-in.

At the end of the day, it’s about building 
trusted relationships and partnerships across 
geographies, peoples, and cultures.

Who has mentored you and guided you 
along the way?

I can’t say that I have been formally men-
tored. But I can say that I have learned and 
continue to learn from my supervisors and 
colleagues and from direct reports—past and 
present. I have tapped both the legal and busi-
ness teams, as an effective General Counsel 
truly needs to understand the business. Yes, 
it’s a wide canvas, but I have been fortunate 
enough in my career journey to have met and 
worked with some accomplished people with 
varied backgrounds and perspectives. And 
while I may have physically moved away from 
some of them, I do try to keep in touch—even 
if  it’s the odd annual email, Zoom, or visit to 
Michigan or Malaysia.

Of the choices you’ve made in your career, 
which ones have been the most critical 
to bringing you to your role as General 

Counsel at Walmart International?

I can’t point to a specific event that got me 
here. But I can point to specific qualities that 
got me here—a growth mindset and a global 
mindset. I enjoy learning not just about the 
law but about different peoples and cultures. 
These interests have fueled career moves from 
teaching to journalism to law and physi-
cal moves from Asia to Europe to North 
America. There have been risk and reward 
from the same thing—being out of one’s com-
fort zone. But I have always enjoyed work-
ing with and bringing together diverse and 
dispersed teams. I am fortunate to have this 
opportunity with this iconic company with its 
meaningful purpose to make lives better.

Did you have a traditional legal career 
path, or have you taken roles that have 
stretched you out of your comfort zone?

It’s definitely not been traditional. And 
I have certainly taken on stretch roles—
whether as International Counsel, Regional 
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General Counsel, or Board Member of inter-
national JVs. But as I have moved from one 
role to another, it has been on the shoulders 
of great leaders who took a chance on me and 
of great teams that supported me. I certainly 
have inherited an excellent international legal 
team here at Walmart International.

What were some of the biggest challenges 
in front of you when you stepped into the 

International GC role?

It was navigating the scale of change. I 
moved in November 2020 from Singapore 
to Bentonville, Arkansas; changed industries 
from CPG to retail; and changed roles from 
Asia to International General Counsel—with 
husband in tow and the pandemic continuing 
its steely grip. Perhaps the most challenging 
aspect was onboarding via Zoom. And it was 
not because people did not want to share their 
time or insights—quite the opposite. People 
were generous. But I would have much rather 
experienced the immediacy of the personal 
interactions, which would have allowed me to 
tap into the culture faster. Yet in some ways, 
Zoom was also an effective medium in that I 
got to meet many more people since meetings 
were all virtual. And now, as we are getting 
back to the office or to the markets, it’s like 
meeting old friends and colleagues—except 
that you never really ever met them before in 
person, whether in Bentonville or Bangalore.

What is the best part of your job?

The best part of  my job is the variety that 
it offers. Walmart is in 24 countries, with 
Walmart International being in 23 of  those 
countries. Our Walmart International busi-
ness, which had revenue of  around $100B 
last year, ranges from brick-and-mortar 
grocery stores to e-commerce platforms 
and payment apps and includes private and 
public companies. This wide and diverse 
backdrop offers a medley and assortment 
of  issues and matters that arise when oper-
ating across VUCA—volatile, uncertain, 

complex, and ambiguous—markets. It can 
be like a jigsaw puzzle—the types of  issues, 
when and where they arise, and how people 
come together across borders to find solu-
tions. This is all the more amazing given that 
the pandemic is not in the rearview mirror in 
a number of  markets. It reminds me of  that 
line from Forrest Gump that life is a box of 
chocolates, and you never know what you are 
going to get.

What accomplishment are you most proud 
of in your career?

Growing and developing diverse world-
class legal teams and leaders. At a functional 
level, I have always tried to raise the profile of 
the legal department to have not just a pres-
ence but also a voice at the leadership table—
especially in emerging markets where the 
legal function can be nascent. I am also pas-
sionate about diversity for all the benefits that 
inclusion brings, from stronger creativity and 
problem-solving to better decision-making. 
At an individual level, I am passionate about 
developing talent. There is a quiet fulfillment 
in unlocking potential and enabling growth 
and achievement.

What is the best career decision you’ve 
ever made?

Embarking on the law—to take that leap 
to leave the pressroom for the courtroom. 
It meant going back to university and navi-
gating bar exams on three continents—but 
it has been a fulfilling choice, especially 
becoming an in-house counsel. At the 
heart of it, I have a passion for people and 
problem-solving—together.

What would someone be  
surprised to find out about you?

That I carry military ID. Nestled in my wal-
let among the usual paraphernalia of driver’s 
license and credit and insurance cards is my 
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“Dependent” military ID. I will say that I did 
not expect to be the spouse of a retired US 
Marine pilot—but I am happily so.

What do you when you are not working?

When I get the time, I enjoy cooking. I 
grew up in multicultural Southeast Asia, 
between China and India. I grew up with a 

fusion of foods. Three meals a day meant 
Indian, Chinese, Western, all in one day—
with afternoon tea (integral in all above cul-
tures) thrown in. So, some of my weekends are 
spent exploring different spices, sauces, and 
seasonings at our local Walmart and various 
ethnic food stores in Northwest Arkansas. I 
can’t say that I am a chef, but I certainly do 
enjoy experimenting with different flavors, 
from Italian to Indonesian. ■
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A Renowned Step-By-Step Process for  
Lawyers Who Want to Develop Clients

Editor’s Note: The following is extracted 
from Ross Fishman’s new book, The Ultimate 
Law Firm Partner’s Working-From-Home 
Marketing Checklist.

Marketing’s not difficult. Plan, prepare, 
and execute steadily over time. A little bit 
every week. Drip, drip, drip. Just make sure 
the things you are doing are the right things.

That’s what this book is designed to facili-
tate. Here’s the basic overview:

• Ensure that you’re a competent lawyer, 
emphasizing both technical skills and cli-
ent service. In most firms, lawyers can’t 
just bring in the work, they must be able 
to do it too.

• Become the sought-after subject-matter 
expert on a hot area of law, rule or regu-
lation, or area that is complex, vague, or 
ever-changing.

• Develop a narrow specialty or industry 
niche in an area you enjoy. Avoid becoming 
one more generic generalist; seek to domi-
nate something. Identify a specialized 
trade group to target your networking 
and client development. Make yourself  
unique and indispensable to your clients, 
partners, and colleagues.

• Build your newly acquired expertise into 
your long-term marketing infrastructure—
the social media platform and other tools 
you’ll leverage through partnership and 
beyond.

• Be proactive in looking for ways to pro-
mote your newfound subject-matter exper-
tise internally and externally. Offer to 
draft client alerts, blog posts, and other 
legal insights that can be promoted via 
the firm’s internal and external chan-
nels. Offer to use your knowledge to help 
your partners prepare content for webi-
nars, podcasts or for other programmatic 
ventures.

• Find ways to help your clients and pros-
pects address the unprecedented challenges 
they’re confronting.

• Build your personal brand. When you 
can’t build it in person, get active on 
social media to spread the word. Use your 
subject-matter experience as a jumping-
off point, share firm-generated or third-
party content specific to your area of 
expertise, making sure to include a short 
blurb about its relevance.

• Look for additional cross-selling opportu-
nities with existing clients. If  your firm has 
an industry-team marketing platform, be 
sure to attend team conference calls and 
ask to get on the agenda where you can 
share updates on your niche area with a 
broad group of lawyers who are members 
of that industry team.

• Spend time with prospects and referral 
sources. You may do this either in per-
son or online, depending upon your (and 
their) comfort level.

That’s the big picture; Now for some 
specifics.

A Few Fundamentals

Law has always been a challenging and com-
petitive profession, but times like these can 
amplify our worst tendencies. The coronavirus 
has shattered segments of the economy, as 
previously successful industries downsized or 
changed. Many of the businesses that smaller 
law firms relied struggled or failed.

Professional survival today means (1) 
building a wall around your existing clients 
and (2) growing them where possible, ideally 
into new practice areas. It means (3) convert-
ing more prospects into clients and (4) stand-
ing out as a leader in your field, to attract 
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more referrals as the go-to lawyer for some 
target audience.

Lawyers need a simple, practical, and 
detailed guide to follow—a step-by-step list 
of precisely what marketing and business- 
development activities to undertake while 
sheltering in place. Building or strengthen-
ing your marketing platform now will help 
prepare you for whatever the future holds. It 
can grow your practice, make you indispens-
able to the firm, or increase your chance of 
success as a solo practitioner if  you need, or 
choose, to move on. It can also be the inspira-
tion to revive your passion for the practice.

Follow these steps and you’ll be better able 
to steer the next stage of your career, regard-
less of what the future holds for you or the legal 
profession.

I’ve invited some of the best minds in legal 
marketing to provide additional insight and 
perspective. What follows is that guide.

We’re all in this together and together 
we’ll survive—but your career is in your own 
hands. I’d encourage everyone to devote the 
time now to stay ahead of whatever comes 
next.

Your first goal should be to build a strong 
and productive network. Gradually and sys-
tematically, over time, you will want to build a 
tight 250–500-person network of people who 
hire lawyers, influence the hiring decisions, or 
refer business to them.

Note: the likeliest path to having a sustain-
able and lucrative practice is to become one of 
the go-to experts in a small niche industry or 
sub-subset of a larger industry; clients declare 
“industry expertise” to be among the traits 
they value most in their lawyers. Your goal 
shouldn’t be “more marketing” but rather to 
become a member of the “automatic short 
list” for some type of client or representation.

For example, as a junior partner, a friend 
of mine developed a $2 million-per-year book 
of business just filing “small, Midwest-based 

securities-industry broker-dealer raid-
ing lawsuits.” This critical niche strategy is 
detailed below, under “A Plea to Focus Your 
Marketing.”

Always look for new market opportunities. 
For example, while COVID-19 was having a 
broad and devastating effect on the global 
economy, it also provided an opportunity to 
build expertise on a critical issue that many 
firm clients and companies are facing.

For example, 180-lawyer Arnall Golden 
& Gregory promptly held a webinar that 
broadly covered the COVID-related CARES 
Act and also took smaller deep dives into spe-
cific areas related to tax, SBA, employment, 
healthcare, real estate, FDA, and compliance. 
The lawyers quickly developed webinar con-
tent, including reviewing 800 pages of the 
Act and distilling certain provisions down 
into meaningful and actionable insights for 
clients. The webinar received 900 registrants 
and 700 attendees. They then began fielding 
follow-up questions from clients and pros-
pects. These efforts positioned the lawyers as 
subject-matter experts in specific CARES Act 
provisions.

When economic conditions suggest that 
layoffs might be forthcoming, it is essential 
to ensure you are seen as having technical or 
industry skills your firm cannot afford to lose. 
Do a careful self-assessment to determine 
whether the work you do is a commodity or 
vital to the firm’s future. Make a business case 
for moving yourself  to a mission-critical area.

This is an essential time to ensure that 
the firm’s leaders see the value you provide. 
Although no one likes a braggart, now is not 
the time for false modesty.

“Consider which industries will need help 
when this is all over. What businesses are either 
growing fast or in distress? Retool your prac-
tice as necessary. In the early days of COVID, 
labor and employment and bankruptcy were 
in high demand. Firms considered what oth-
ers would likely be needing legal help? Those 
predictions included litigation, hospitality, 



Of Counsel, December 202214

airlines, insurance coverage, health care, 
cannabis, telecommunications, and privacy 
and data security.” – Timothy Corcoran, 
Principal, Corcoran Consulting Group

Focus on helping people, not looking for legal 
work. You want to be viewed as a knowledge-
able, trusted advisor, not a needy salesperson. 
Build a large number of close relationships 
following the steps below and you’ll signifi-
cantly increase the chance that you’ll have 
your own clients.

In all your networking, remember, as 
Jeffrey Horn, Managing Director of The 
Business Development Group often says, 
“It’s better to be interested than to be interest-
ing.” Be interested in them and in facilitating 
their success more than being the center of 
attention. Just because the stereotypic rain-
makers are gregarious doesn’t mean that’s 
why they get hired. Being outgoing can make 
it easier for them to stand out and grow their 
network. But they tend to get hired because 
they are good at listening and finding ways to 
help people solve their problems. That’s the 
secret. Or, as my father used to say, “When 
you’re talking, you’re not selling.”

This book is detailed, but it’s not intended 
to be all-encompassing or mandatory. You 
needn’t follow every single step. If  you don’t 
want to give speeches, for example, if  that’s 
not your thing, that’s entirely OK. Maybe do 
a little more of some of the other things. Just 
be intentional, deliberate, and consistent over 
time.

Even those who’d historically been reluc-
tant to give presentations found that they 
could add webinars to their marketing mix, 
finding that speaking into their laptop’s cam-
era was less intimidating than standing on 
a ballroom stage. Further, you don’t need 
to present to hundreds of people to be suc-
cessful. Large audiences can help build your 
brand and reputation, but small, interactive 
groups are more likely to bring in work.

And if  you’re in a hurry, i.e. you got a late 
start or sense some urgency in your current 

situation, that’s OK, you just may need to 
compress the timeline. You’ll need to meet 
people, leverage existing relationships, 
and find that critical business or industry 
niche that will give you something credible 
to sell (again, read “A Plea to Focus Your 
Marketing” below).

The landmark article “Herding Cats: The 
Lawyer Personality Revealed” by Dr. Larry 
Richard showed that lawyers have “an aver-
age Sociability score of only 12.8 percent, 
compared to an average of 50 percent for the 
general public.” The good news is, although 
you might be quiet, shy, and dislike marketing, 
most of your competitors are the same way. 
Here’s Ross’s First Rule of Legal Marketing: 
“You don’t have to be great. Just don’t suck as 
bad as your competitors.”

Marketing’s not hard. It’s just hard work.

The changing economy made many of the 
traditional client-development challenges 
even more challenging. So, it’s time to develop 
new ones, or learn to use the modern tools 
more effectively. That might mean getting a 
bit more comfortable with technology.

When you aren’t face-to-face with your tar-
gets, technology must fill in the gaps. This is 
a devastating time for the world and the US 
economy. But the sliver of silver lining in this 
confusing mess is that chaos creates opportu-
nity, and you can use the upheaval to advance 
your career. You have a lifetime of valuable 
experience and relationships; it’s time to 
leverage them.

Lindsay Hamilton, the CMO of Walkers 
in the Cayman Islands, suggests that “Client 
care, service, and relevance are the lens for 
business development during tumultuous 
times. Maintain a client-first mindset. This 
includes being hyper-relevant—help your cli-
ents cut through the noise on what impacts 
they may face, and potential solutions that 
may be applicable to their business.”

I’m going to presume that you’re a com-
petent lawyer, but not necessarily in the top 



15Of Counsel, Vol. 41, No. 12

10 percent. That’s not to say that you’re not 
highly skilled, but statistically speaking, 90 
percent of practicing lawyers are not in the 
top 10 percent. The larger point is that most 
clients can’t tell the difference between a pro-
fessional who’s “brilliant” and one who’s 
“basically smart enough to do the work.” 
And while the super-specialists in the world’s 
largest firms might be required to do the 
mega-deals, that’s a very small fraction of the 
total legal work out there.

And if  we also presume that you’re not 
fighting for the bottom 20 percent, the low-
end, low-dollar work, that leaves roughly 75 
percent of the total legal work in your sweet 
spot, the straightforward bread-and-butter 
work that most experienced lawyers are emi-
nently capable of handling.

You know you can do the work. This book 
is intended to help you persuade more pur-
chasers of legal services to choose you when 
they need to hire a lawyer.

Intra-Firm Marketing

Marketing isn’t exclusively outward facing. 
Much of the new work you can generate may 
come from inside the firm. Strive to build 
your internal referral base.

• Read your firm’s website, internal web-
site portal, newsletters or blog posts, 
LinkedIn or Facebook pages, and other 
marketing materials to brush up on the 
firm’s range of services and clients. You 
may have more downtime now so make 
good use of it, or take advantage of the 
time you would otherwise have spent 
commuting.
º Read your partners’ biographies and 

profiles in other practice areas, to 
learn about their specialties and out-
side interests, to help you sell their 
services to others.

• “Make sure you are fully versed on the 
firm’s business resources and tools. What, 
and who can help you achieve your goal? 

Meet with members of your Marketing 
and Business Development teams to see 
what they can offer.
º “Educate yourself on the technol-

ogy that can help, such as the Client-
Relationship Management (CRM) 
system and Competitive Intelligence 
(CI) tools.” Roberta Montafia, Princ-
ipal, Roberta Montafia Consulting

• Build your personal brand within your firm. 
Focus on internal marketing by develop-
ing relationships with your firm’s lawyers 
outside of your particular practice area. 
Become the helpful, positive, go-to lawyer 
in your practice area—the obvious choice 
for partners in other areas who have the 
opportunity to cross-sell additional ser-
vices to their clients.

• Avoid eating alone. When you’re in the 
office, use regular breaks as opportunities 
to bond with colleagues. At home, con-
sider inviting a colleague to join you for 
a virtual lunch or happy hour, to stay top 
of mind.

• Collaborate with your firm’s marketing 
and business-development professionals.
º They can be a great resource for you.
º They often have valuable marketing 

opportunities to share. If  they see 
that you respect them as professionals 
and value their advice and contribu-
tions, they’re more likely to offer you 
the strategic perks that come across 
their desks.

º Invite the firm’s marketer(s) to a vir-
tual lunch or coffee to brainstorm 
activities you can do now.

º When back at work, identify one of 
them with whom you have a par-
ticular connection and invite them 
out to lunch once per quarter to get   
advice.

• “If  you are uncomfortable with the rec-
ommended marketing tools, e.g. pre-
senting, writing a memorable LinkedIn 
profile, or in using a particular technol-
ogy, ask your marketers for help.
º “If  your firm does not offer the assis-

tance you need then open your own 
wallet and invest in yourself. There are 
many talented professional coaches 
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out there who can help you gain the 
confidence you need to present vir-
tually and use PR and social media 
tools effectively.

º “Still need help? Look to busi-
ness associations that are geared 
to the legal industry such as the 
Legal Marketing Association 
(LMA), the Association of Legal 
Administrators (ALA), International 
Legal Technology Association 
(ILTA), American Association of 
Law Libraries (AALL), as well as, 
the business sections of your local, 
state and national bar association. 
They all have resources available for 
our business development.” - Roberta 
Montafia

• Generally, if  you’re working from the 
office, seek to go out:
º Once each week with a firm lawyer 

outside your practice area
º Twice each month with a firm lawyer 

inside of  your practice area
º Twice a week with clients, prospects, 

and referral sources
º Regularly with friends and contacts

• It is easy for lawyers working regu-
larly from home to become reclusive 
and invisible. For marketing purposes, 
it is essential to maintain continuous 
contact with your firm and outside  
network.
º Get people on your calendar regularly 

for calls or teleconferences. Quiet 
invisibility is dangerous for lawyers 
seeking intra-firm referrals.

º Emails and texts do not form mean-
ingful relationships, so you’ll want 
to increase the number of direct con-
tacts to at least:
• 2-3 times per week with a firm 

lawyer inside your practice area
• 2-3 times per week with a firm 

lawyer outside of  your practice 
area

• Daily with friends and contacts
• Reach out to new lateral attorneys who 

join your firm.

º Develop relationships and become a 
helpful resource.

º They will surely appreciate the out-
reach at a time when they may be 
feeling even more disconnected; these 
“touches” are not forgotten.

º You might even learn about how you 
can co-market, co-serve a client, or 
share introductions to your respective 
networks.

• Update significant matters you have 
worked on in your experience- or knowl-
edge-management system.
º Work with your marketing and busi-

ness-development professionals to 
learn about the key details that help 
matters stand out in rankings, awards, 
and RFPs and include that informa-
tion in your write ups.

º These activities will help raise your 
profile with others in the firm who 
might not have had the chance to 
work with you yet.

º See “How to Write Persuasive Case 
Studies” in the Appendix. ■

—Ross Fishman

Individual copies of the complete book are 
available on Amazon at https://www.amazon.
com/Ultimate-Partners-Working-Marketing-
Checklist/dp/B087L33CDF or readers buy 10 
or more copies at a discount by contacting 
Ross Fishman at ross@fishmanmarketing.
com.

Ross Fishman is CEO of Fishman Marketing, 
one of the legal profession’s leading strategy, 
branding, and website firms. An inaugural mem-
ber of the Legal Marketing Association’s Hall 
of Fame, Fellow of the College of Law Practice 
Management, and Kentucky Colonel, Ross 
helps law firms increase revenue and profits as 
dominant market leaders. Reach him at ross@ 
fishmanmarketing.com, +1.847.921.7677, and   
LinkedIn.com/in/rossfishman. Buy The 
Ultimate Law Firm Associate’s Marketing 
Checklist on Amazon at t.ly/syIQ or contact 
Ross for bulk discounts.

https://www.amazon.com/Ultimate-Partners-Working-Marketing-Checklist/dp/B087L33CDF
https://www.amazon.com/Ultimate-Partners-Working-Marketing-Checklist/dp/B087L33CDF
https://www.amazon.com/Ultimate-Partners-Working-Marketing-Checklist/dp/B087L33CDF
mailto:ross@fishmanmarketing.com
mailto:ross@fishmanmarketing.com
mailto:ross@ fishmanmarketing.com
mailto:ross@ fishmanmarketing.com
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mean the most to you.” (See the back-page 
interview for a feature on Berge.)

Another personal resolution that car-
ries firm-wide repercussions comes from the 
Detroit offices of the international law firm 
Clark Hill by marketing director Roy Sexton, 
who also serves as the president of the Legal 
Marketing Association. “My New Year’s 
resolution,” he says, “is to keep elevating the 
level of discourse intellectually where legal 
marketing is concerned, to learn and share 
best practices from other industries, and to 
move us all forward in terms of more sophis-
ticated ways of doing this work.”

Recession on the Horizon?

While economists, policymakers, business 
leaders, consumers, and others all look to 
the approaching new year with the economy 
in mind, law firms leaders also consider the 
financial metrics and revisit their strategic 
plans—this year more than most, for many 
reasons. Turning to the US West we asked 
the always thoughtful and forthcoming Matt 
Addison, the managing partner of the Reno 
office of Nevada’s McDonald Carano for his 
thoughts. “Our primary goal for early 2023 
is to properly prepare for the recession we 
believe is likely to begin, in earnest, just after 
the end of Q1’23,” he says adding that this 
means remembering the past before heading 
into the near future.

“We are attempting to gather advice from 
experts, recall all of the moves that helped us 
stay profitable over the last two recessions – as 
well as learn from our mistakes, and employ 
what we learn and remember in … specific 
areas,“ Addison says. “[F]inancially, we plan 

to budget conservatively, limit expenses, raise 
our hourly rates to keep up with inflation, and 
internally stress best practices with regard to 
retainers, timely billings, and aggressive termi-
nations of clients (if  non-payment occurs).”

Some say that, while preparing for the 
economy to head south is smart, law firms 
shouldn’t go too far in tightening the budget 
belt.

“People are looking at 2023 and getting a 
little nervous; of course this happens every 
year,” says Lisa Smith, a consultant with 
Washington-DC-area’s Fairfax Associates. 
“My number one resolution for law firm 
leaders would be that they should be man-
aging their firms in a prudent way but not 
overreacting. They need to take a longer-
term view of the decisions they’re making 
and ensure that, especially when it comes to 
staffing decisions, they’re not cutting away 
from what will be their team in three or four 
years. We’ve seen this pattern in previous   
downturns.”

Smith seems to agree with Addison’s take 
on rates. “While this seems counter-intuitive, I 
would encourage firms to continue increasing 
rates, appropriately. Again to recall previous 
downturns, when firms froze rates it ended 
up setting them back relative to competitors 
and that drove the profitability gap. That 
doesn’t mean you can’t negotiate against the 
rates but negotiate from a higher base,” she   
says.’

At Chicago’s litigation partnership Borkan 
& Scahill, the attorneys want to do what they 
do best, according to firm co-founder Steve 
Borkan. “More trials!” he says. “We are a 
group of trial lawyers at our core, and we’re 
happiest when we’re in the courtroom fight-
ing the good fight on behalf  of our clients.”

He adds that focusing on the firm’s culture 
is also a top priority. “[We want] continued 
collegiality and camaraderie. We have a great 
team, but it takes commitment to keep every-
one working together in this post-COVID 
world.”

Continued from page 2

New Year Resolutions
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Speaking of the pandemic, it resulted in 
many workplace ramifications, perhaps most 
famously the growth of remote-working. 
This is especially true, as has been widely 
reported, with associates who almost imme-
diately felt right at home with … well, work-
ing at home, which has shaken up much of 
the legal profession.

“Many of the firms I’m working with are 
resolved to figure out how to manage their 
associates,” says consultant Ross Fishman, 
who advises law firms across the nation from 
his Chicago-area base. “The older lawyers 
want them to work in the office more often, 
believing that they become better lawyers with 
more in-person training and mentorship. But, 
of course, they’re facing a lot of pushback 
from the younger lawyers who are promis-
ing to quit if  required to be in the office more 
than three days a week. So, they’re offering 
more frequent substantive skill training as 
well as marketing and career training to try 
to overcome any perceived deficits.”

More on the Personnel Front

Naturally, law firm workforce concerns 
should be near the top of any list of resolu-
tions, according to many industry insiders. 
And, diversity should continue to be a focus 
in hiring and promotion efforts.

“Most law firm diversity and inclusion 
programs strive to create real change,” says 

Elizabeth Lampert, a Bay Area PR expert, 
who adds that addressing this can’t simply 
be window dressing. “Law firms that want 
to keep and attract lawyers, especially Gen Z 
attorneys, must double their efforts on diver-
sity and inclusion initiatives. When it comes to 
the media, attempts by law firms to use their 
diversity and inclusion policies merely as PR 
fodder will backfire. You must demonstrate 
real effort and showcase the implementation 
of meaningful programming and results.”

Finally, Addison says McDonald Carano 
often and wisely considers strategic objectives 
when it comes to hiring and staffing. “With 
regard to our personnel,” Addison says. “We 
plan to: (a) protect our transactional attor-
neys by cross-training some, involving them 
in bankruptcy and litigation matters where 
appropriate, and focus on funneling ‘work-
out’ projects to them, and (b) avoid over-  
hiring, except as necessary in busy bank-
ruptcy and litigation practice areas.”

Maintaining collaboration and positive 
chemistry also serves as an important resolu-
tion for 2023, Addison says: “Psychologically, 
we want to find every way possible to foster 
and protect a positive firm culture by resolv-
ing differences and increasing interactions 
within and between the offices to eliminate 
the difficulties that will be exposed by the 
stress of a recession.” ■

— Steven T. Taylor
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I went to school at Auburn University as 
a business major, personnel management, 
and I thought I would go into business and 
help people. I got married in undergrad and 
told my family that I was going to go to law 
school, and my mom said, “But you’re already 
married—why would you do that?” This was 
back in the 1980s. The attorney she worked 
for sent home articles about how hard it was 
for women in the profession, and all that did 
was make me want to do it more. I knew that 
there was always room for a good lawyer. I 
don’t care who you are. That’s what I did.

OC: And then you went to law school. 
Where did you go after you earned your 
law degree? Did you go directly into private 
practice?

AB: I did. I actually was a law clerk and 
then started right out of law school with the 
firm I’m at now. I did take a side trip during 
my career, but I came back to where I am. But 
Middleton is where I started.

OC: What attracted you to the IP side of 
legal practice?

AB: I knew what it was. I guess my mom 
had a lot of influence on me because, as I 
mentioned, she was a secretary for a patent 
attorney. When I was in high school and she 
had to be out on leave for about six weeks, I 
filled in as his secretary. I remember the trade-
mark docketing system with the little index 
card file. I thought it was very fascinating.

But my undergraduate was in personnel 
management. I thought I would go into labor 
law. I did work one year between undergradu-
ate and law school as an HR personnel man-
ager. It was an eye-opening experience that I 
did not enjoy.

OC: It made you feel that you definitely 
wanted to spend your career as an attorney.

AB: Nothing that I learned in my one-year 
experience was what I had learned in [col-
lege]—how to follow the rules and what you 
were supposed to do. So I thought maybe law 
school would be the place to go to do it right.

When I was first at Middleton as a clerk, 
their philosophy wasn’t as specialized as it is 
today. You’d work doing a little bit of every-
thing, which I think is a great experience. 
Also, there was a fairly new attorney at the 
firm. She was a patent attorney and the first 
IP attorney. She tasked me with reading and 
summarizing all Kentucky cases on trade-
marks and unfair competition for a chapter 
in a publication. So, that got me started.

IP Highlights

OC: What are one or two matters that 
you’ve handled in your career that stand out?

AB: One of the most challenging but 
rewarding cases I worked on was one in which 
our client, which at the time was Columbia/
HCA Healthcare, had been bought out. 
HCA had merged or been acquired by the 
Columbia business. So they launched a 
major nationwide campaign to use the name 
Columbia, and that didn’t sit well with the 
folks at Columbia University.

They had a hospital, Columbia 
Presbyterian Hospital. They got a temporary 
restraining order on Friday, September 13th. 
It ended up that we agreed to do a full trial, 
on the merits, [and embarked on] a prelimi-
nary injunction proceeding in New York, to 
start on January 13th. I was a fairly young 
associate at the time, or maybe a young part-
ner, but an eblast went out to send all repre-
sentative marketing and advertising materials 
using the name Columbia to Amy Berge at 
Middleton-Reutlinger. So I proceeded to get 
daily deliveries, dollies full of [materials] from 
500 hospitals.

Continued from page 24
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OC: All under the Columbia/HCA umbrella?

AB: Yes, they were rebranding all 500 
HCAs.

So anyway, it was probably the time in my 
career where I worked the most in a short 
amount of time. We won, and then we won 
on appeal, But ultimately the company went 
away from the Columbia name after we won 
that.

The underlying question was whether there 
was a likelihood of public confusion, and the 
court held that there was not a likelihood of 
confusion because for one, the marks were 
not the same—this is Colombia/HCA—and 
the only hospital that was operated by the 
university was Columbia Presbyterian, so 
there was a difference in the name.

One of the central facts was that Columbia 
University awarded the CEO of the company 
an award for his excellence in the healthcare 
field. On the one hand, representatives of the 
university had given the company an award, 
and then other people turned around and 
were saying, “Um, what are you doing?”

OC: Why was it important to you?

AB: For one it was such an all-encompass-
ing case. The other thing that was fascinat-
ing in that case is that it was filed in New 
York and our client was here in Louisville 
at the time. And, we worked extremely well 
with counsel in New York, given the short 
time frame and all that had to be done. New 
York counsel deposed [a leader of] the uni-
versity, but we defended the depositions of 
all of those deposed in Kentucky, and then 
at trial we worked together. Our counsel took 
the direct testimony of the people who we’ve 
been defending, and the other counsel did 
the cross examination of the people they had 
taken the depositions of. It was just a wonder-
ful experience of working together with the 
other attorneys.

OC: Who says the North and the South 
can’t get along, right?

AB: That’s right. And they even recognize 
that we wear shoes in Kentucky and know 
what we’re talking about. [laughter]

OC: I’m sure you’ve run into that bias, or 
maybe not so much anymore, but certainly 
back then I’d imagine you would encounter 
a lot of that.

AB: It’s not as bad as it was. We still run 
into it sometimes, but, yes, it was very bad 
back then.

OC: What’s the second matter that comes 
to mind?

AB: The other one has some unique circum-
stances. I represent a client who manufactures 
forklifts, and they have a trademark registra-
tion for the color of the forklifts. There were 
other companies who were importing fork-
lifts of an almost identical color. We did have 
a preliminary injunction hearing, but we did 
not prevail at that point. But at the end of the 
day, we reached a very favorable settlement. 
What’s unique about it is that there aren’t that 
many marks that protect colors of products, 
and that was recognized in that case. You 
might think of John Deere; that company 
tried to register its particular color of green. 
They were not successful on the green alone. 
But they were successful in the combination 
of the green and yellow colors.

Representing Creators

OC: What do you like and dislike about the 
IP legal area?

AB: I’ll first say what it involves that other 
practices don’t. I knew from the get-go that 
I would not do criminal law, family law, or 
other areas of law where it was very emotion-
ally engaging with your clients. In trademark 
and copyright law, while your trademarks 
and copyrights might be extremely valuable 
assets, you don’t usually have people crying 
over their trademark. So I could engage in 
the intellectual aspect of it and help clients 
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protect their marks and defend their marks or 
their copyrights, but without that additional 
emotional baggage for me to handle.

On the very positive side of it, many times 
you’re helping very creative folks, or you’re 
helping businesses that have spent a lot of 
money and energy and have built their repu-
tations, and that’s what you help protect. It’s 
the goodwill of the company and who is in 
control of it. When somebody else is infring-
ing on that, then what else is there?

OC: I’ve spoken to other IP lawyers about 
this, and it sounds like you are the same. 
There’s something that’s fascinating about 
working with these people who are so cre-
ative and inventing things or inventing ad 
campaigns and so on. Is that something that 
you really enjoy about this particular practice 
area?

AB: Yes, I do. There are a lot of nuances 
to it that people don’t always appreciate. 
Something that gets a little frustrating at 
times, particularly with trademarks, is that 
people want to call their product what it is. 
They want to come up with a trademark that 
tells you what the product is. In marketing 
they teach you features and benefits. What is 
your product? What are the features? What 
are the benefits? That’s well and good, but 
a trademark identifies and distinguishes you 
from others. So if  you’re all selling the same 
widgets, the same features and benefits, or 
maybe some slight differences, everybody gets 
to tell the customer what they’re selling and 
what the benefits and features are.

The way to distinguish yourself  is through 
your identity as a brand, as a mark—Coke 
is distinguishable from Pepsi. They are com-
pletely different names, and that’s how you 
tell them apart. If  you have a soft pillow and 
super soft pillow, they don’t distinguish. So 
you need that unique identification to be your 
brand, and then you can describe the product 
in your other marketing and advertising.

OC: Two of your clients are the Kentucky 
Derby and the Louisville Slugger, right?

AB: Yes, I represent the Kentucky Derby 
currently. I will say that we do work for 
Louisville Slugger, and our firm has tradi-
tionally done work for them, but the local 
company was acquired by another company 
out of state. We still do work with them 
but not to the level we used to. One of the 
other cases that I wanted to mention was a 
Louisville Slugger case from a long time ago. 
It was my first preliminary injunction hearing 
[and it involved the company’s] line of soft-
ball bats. It was the market leader and then 
another company came out with something 
extremely similar, and we filed suit. The judge 
loved looking at all the bats, and we won that 
case. That was a lot of fun and my first time 
leading the charge and being in the action.

OC: Do you market that when you’re mak-
ing pitches or trying to get that out there? 
because if  you’re a Kentucky IP lawyer and 
you’re defending these two brands, that must 
carry a lot of cache.

AB: I think it does, but you also have to 
respect your client’s needs and respect them, 
but they have given us permission to put on 
our website some of the different things we 
do for them. But yes, it’s an important part of 
my practice and experience.

Serving a Legal Pioneer’s Legacy

OC: Can you talk a little about the first 
Black woman lawyer in Kentucky and your 
involvement with her and her family?

AB: Yes. Her name is Alberta Jones. She 
passed the bar in I believe ‘58 or ‘59. I think 
she was not only the first Black woman, I think 
she was also the first Black person to pass the 
Kentucky bar. She’s from Louisville and she 
grew up down the street from Cassius Clay, 
before he changed his name to Muhammad 
Ali. She went to the University of Louisville 
but she transferred to Harvard University for 
her law degree. When she came back to town, 
one of the first things she did was represent 
Cassius Clay with these 12 white guys who 
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were businessmen in town. She represented 
him. They’d set up a trust that he could not 
touch some of the money in the trust until he 
was 35 years old. She was the trustee of that 
trust until her death. That’s one thing she’s 
known for.

Alberta’s also known for setting up the 
Independent Voter Association, registering 
6,000 African American voters to be inde-
pendent voters and not be controlled by 
one party or the other, which actually had 
a big impact on elections in the ’60s. Those 
are things that are well known, but she 
then became the first Black prosecutor for 
Jefferson County. She went to the March on 
Washington, and organized and participated 
in things here in Louisville, [such as the push 
for equal and anti-discriminatory] public 
accommodation. She was just a force to be 
reckoned with.

In 1965 she was murdered—beaten and 
thrown off the bridge and she drowned, 
because she was still alive when she was 
thrown off the bridge. Her case has never 
been solved. There were issues about race and 
her voting projects, issues of people want-
ing to get their hands on Muhammad Ali’s 
money, and a lot of speculation, but nobody 
knows because it hasn’t been solved.

Her sister has been working to try to get 
the story out about Alberta and worked 
to get the case reopened under the Emmett 
Tillman Act. The case was reopened by the 
FBI. It’s supposedly still open, but nothing 
has come of it to this point. But her sister 
is working with us. We represent the family 
and her in connection with questions about 
documentaries and films and different things 

in that regard. I’ve been doing that on a pro 
bono basis and have become very close to the 
family.

Just last week [on October 28] I attended 
a ceremony for the presentation of the first-
ever Alberta O. Jones Award at Central High 
School where both Alberta and Cassius Clay 
attended school. She had helped start the 
school’s law and government magnet program, 
and they have the Alberta Jones Courtroom 
there. So she’s been on my mind a lot lately.

OC: You’ve been a strong advocate for 
diversity in the legal profession. What are one 
or two things that we’re not doing well enough 
to enhance diversity because we’re certainly 
lagging behind many other industries?

AB: I actually think that what Central High 
School is doing is one of the most impor-
tant things. We need to start earlier, just like 
STEM, which has had a big focus on women 
and minorities. I think we need to tell young 
people what opportunities are out there for 
them. We need to increase the pipeline and 
get people to understand what they can do. 
Honestly, the senior class that was in the 
room for this ceremony was probably 90 per-
cent African American and probably 90 per-
cent female. Some of them got up and spoke, 
and I thought, These people—they get it. This 
is such a wonderful opportunity for them to 
be exposed to law.

So as lawyers, we need to go into those 
classrooms and make ourselves available to 
mentor young folks, and let them know what 
opportunities there are. ■

— Steven T. Taylor
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Of Counsel Interview …

Kentucky IP Attorney Wins Cases for Big-Name Brands 
While Advocating for Diversity

Often mid-market law firms and lawyers 
don’t get the recognition they deserve. The 
light seems to shine brighter on BigLaw firms 
in the most populous cities. Then there’s 
Middleton-Reutlinger in Louisville and one 
of the partnership’s star intellectual property 
lawyers, Amy Berge.

The recipient of numerous awards from 
prominent ranking agencies for her highly 
regarded client service, Berge provides stra-
tegic counseling and business advice to both 
small and large companies—including two 
of the Blue Grass State’s most well-known 
brands, the Kentucky Derby and Louisville 
Slugger. She counsels and represents clients 
on matters and litigation involving intellec-
tual property, technology, advertising, online 
privacy, licensing, and in other areas. And, 
she’s prevailed in many disputes before fed-
eral and state courts, as well as the Trademark 
Trial and Appeal Board.

Berge has also worked hard in promoting 
diversity within the legal profession.

Recently Of Counsel talked to Berge about 
her career, the IP area, her pro bono work on 
behalf  the family of the first Black attorney 
in Kentucky, Alberta Jones, among other 
topics. What follows is that edited interview.

Of Counsel: What inspired you to become 
a lawyer?

Amy Berge: When I was younger, my 
mother always accused me of being on my 
soapbox, and that I always liked to argue. 
She was actually a secretary to a patent attor-
ney. And, I was always arguing with people, 
including people in authority. I’ve been 
known to argue with street preachers, police, 
teachers, and anybody I could find.

Continued on page 20


